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DETAILED ACTION 
Comments 

1 . The objection to the drawings has been overcome by Applicant's amendment of 
Figure 8. 

2. The objection to the specification has been overcome by Applicant's amendment 
thereof. It is acknowledged that the term "palate" on page 1 , at line 1 , was corrected by 
the amendment to the specification filed 09/07/2004 and 10/07/2004. 

3. The 35 USC 1 12, second paragraph, rejection of claims 8, 1 1 , 1 7, and 20 has 
been overcome by Applicant's amendment of the claims. 

Claim Objections 

4. Claim 22 is objected to because of the following Informalities: In claim 22, at line 
3, the word "a" should be deleted. Appropriate correction is required. 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The'specification shall contain a written descriptton of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

6. Claims 1 -9, 11 -1 8, and 20-26 are rejected under 35 U.S.C. 1 12, first paragraph, 
as failing to comply with the written description requirement. The clalm(s) contains 
subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. 
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At the last line in each of claims 1 and 2, the "integral casting of the planar plate" 
is not supported by the specification, as originally filed. The same applies to dependent 
claims 3-9, 11-18, and 20-26. The specification, as originally filed, does support an 
integral molding of the planar plate (see page 12, line 27), but is silent concerning 
"casting". 

At lines 1-2 in each of claims 21, 22, 24, and 25, at lines 4-5 in claims 21 and 22, 
and at line 4 in claims 24 and 25 the term "at least one access opening" is not 
supported by the specification, as originally filed. The specification does teach solution 
reservoirs (30) (see, for example, page 9, line 9). However, a solution reservoir is not 
sufficient support for a generic "access opening". Furthermore, plural solution 
reservoirs is not support for the range "one or more". It is suggested that said term be 
changed to "solution reservoirs". 

In claim 21 , the limitation that "the second flat and smooth incoming window for 
introducing the excitation beam into the planar plate is not formed on a same surface of 
the planar plate as the at least one access opening" is not supported by the 
specification as originally filed. Indeed, in the instant figures, each solution reservoir 
(30) has a portion formed on the same surface of the planar plate as said second flat 
and smooth incoming window. 

In claim 22, the limitation that the "second flat and smooth outgoing window for 
emitting the fluorescence outside of the planar plate is not formed on a same surface of 
the planar plate as the at least one access opening" is not supported by the 
specification, as originally filed. Indeed, in the instant figures, each solution reservoir 
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(30) has a portion formed on the same surface of the planar plate as said second flat 
and smooth outgoing window. 

At line 2 in each of claims 23 and 26, the range "on at least two sides thereof for 
the air gap is not supported by the specification, as originally filed. It is suggested that 
"on at least two sides thereof be deleted from each of claims 23 and 26. 

In claim 24, the limitation that "the second incoming window for introducing the 
excitation beam into the planar plate is not formed on a same surface of the planar plate 
as the at least one access opening" is not supported by the specification as originally 
filed. Indeed, in the instant figures, each solution reservoir (30) has a portion formed on 
the same surface of the planar plate as said second incoming window. 

In claim 25, the limitation that the "second outgoing window for emitting the 
fluorescence outside of the planar plate is not formed on a same surface of the planar 
plate as the at least one access opening" is not supported by the specification, as 
originally filed. Indeed, in the instant figures, each solution reservoir (30) has a portion 
formed on the same surface of the planar plate as said second outgoing window. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 1-8, 12-17, 23, and 26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over JP 09-288090, herein referred to as JP '090. 
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JP '090 teaches an electrophoresis apparatus comprising a planar plate (14,15) 
having capillary channels (20-21 ) formed therein for electrophoretic separation, a light 
irradiating means (3) for irradiating an excitation beam into a detection part in channel 
(20), and a fluorescent detecting means (35) for detecting a degree of fluorescence 
which is generated by a sample by the excitation beam (see the attached English 
abstract; Figure 1 ; and paragraphs 0005 to 0007). As seen in Figure 1 , the channels 
(20,21) have what appear to be a rectangular cross-section. With respect to claim 1 , 
the end of channel (22) which is closest to channel (20) encompasses the instant 
'second flat and smooth Incoming window formed In a surface of the planar plate. With 
respect to claim 2, the end of channel (22) which Is closest to channel (20) 
encompasses the instant second incoming window formed in a surface of the planar 
plate. Alternatively, with respect to claim 2, the end of the channel (22) at the edge of 
the plate (14) reads on the instant second incoming window formed in a surface of the 
planar plate. With respect to claims 1 and 2, the portion of the side-wall of channel (20) 
that is near the end of the channel (22) reads on the instant first flat and smooth 
incoming window. Note that there is. clearly an excitation transmission path between 
said side-wall of channel (20) and either said end of the channel (22) which is closest to 
the channel (20) or said end of the channel (22) at the edge of the plate (14). With 
respect to claims 1 and 2, when (14) and (15) are secured together (paragraph 0007), 
the lower surface of (15) is directly above channel (20) and below the detector (35), and 
encompasses the instant first flat and smooth outgoing window. Furthermore, with 
respect to claims 1 and 2, when (14) and (15) are secured together (paragraph 0007), 
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the upper surface of (15) opposite said lower surface of (15) and below the detector 
(35), encompasses the instant second flat and smooth outgoing window. Clearly, there 
is a fluorescent transmission path through (15), and thus, (15) is transparent, as per 
instant claims 3 and 12. The channel (22) and the slit (36) encompass the "at least one 
optical component" that is recited in claims 1 and 2. The channel (22) and the slit (36) 
are the same as here claimed, whether they are formed during molding of the planar 
plate or machined into the planar plate after the molding. 

With respect to claims 4 and 13, JP '090's optical fiber (8) encompasses the 
instant light converging means (see paragraph 0007). 

With respect to claims 5 and 14, JP '090's slit (36) encompasses the instant light 
splitting means (see paragraph 0008). 

With respect to claims 6 and 15, JP '090's light filter (37) encompasses the 
Instant spatial filter (see paragraph 0008). 

With respect to claims 7, 8, 16, and 17, it is the Examiner's position that JP '090's 
plate (14,15) is essentially the same as that produced by the claimed product-by 
process. 

With respect to claims 23 and 26, the slit (26), through which fluorescent light will 
be detected, will most certainly have some air since.the apparatus in not in a vacuum. 

JP '090 teaches the limitations of the instant claims other than the- difference 
which is discussed below. 

Looking at JP '090's Figure 1 , the light enter through the side of the plate (14,15) 
and the fluorescence exits from the top of plate (14,15). However, according to claim 1 , 
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it would appear tliat light enters from the bottom, and the fluorescence exits from a side. 
However, "side", "top" and "bottom" are relative terms. When JP '090's case (1) in 
Figure 2 is turned on its side such that the light source (3) in Figure 1 is vertical (and 
facing up) rather than horizontal, then light enters from the bottom, and the fluorescence 
exits from a side. Alternatively, since the terms "side", "top" and "bottom" are relative, if 
one is looking at Figure 1 from the side, then the location of Irradiating means (3) could 
be considered the bottom, and thus, the detector (35) would be on a side. It would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
have tumed JP '090's case (1 ) on its side to that the electrophoresis could be performed 
in a tight location requiring the case (1) to be turned in its side. Alternatively, it would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to have looked at J P '090's apparatus firom the side, and thus, consider the location of 
in-adiating means (3) to be the bottom and the location of the detector (35) to be on a 
side wall because a skilled artisan can look at JP '090's apparatus any way he/she 
pleases. 

According to claim 2, it would appear that light enters from the side, and the 
fluorescence exits from the bottom. However, as noted above "side", "top" and "bottom" 
are relative terms. When JP '090's case (1) in Figure 2 is tumed upside down, the light 
still enters from the side, and then, the fluorescence exits from the bottom. 
Alternatively, since the terms "side", "top" and "bottom" are relative, if one is upside 
down and looking at Figure 1, then the location of irradiating means (3) would still be 
considered the side, but, the detector (35) would be at the bottom. It would have been 
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obvious to one of ordinary sl<ill in the art at the time the invention was made to have 
turned JP '090's case (1) upside down so that the electrophoresis could be performed in 
a location requiring the case to be upside down. Alternatively, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to have . 
been upside down while looking at JP '090's apparatus because a skilled artisan can 
look at JP '090's apparatus any way he/she pleases. 
9. Claims 9, 11, 18, and 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over JP '090 as applied to claims 1-8, 12-17, 23 and 26 above, and further 
in view of Li (WO 00/06996). 

JP '090, as relied upon for the reasons recited above, teaches the limitations of 
instant claims 9 and 18, the difference being that JP '090 does not specifically teach 
that it plate (14,15) can be made from a thermosetting resin. Li is relied upon for 
showing that such a plate for electrophoresis can be made from polymers, such as 
polydimethylsiloxane, which is thermosetting (see page 17, lines 7-14; and Figures 3A 
and 4). It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have prepared the plate (14,15) in JP *090's electrophoresis 
apparatus from a thermosetting polymer such as polydimethylsiloxane because 
polydimethylsiloxane is a know material for preparing such a plate, as taught by Li. 

JP '090, as relied upon for the reasons recited above, teaches the limitations of 
instant claims 1 1 and 20, the difference being that JP '090 does not specifically teach 
plural of its channel (20) so that the light from the irradiating means (3) can pass 
through the plural channels at the same time. However, the use of multiple parallel 
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channels, wherein the light form a source is irradiated on the channels at the same time 
is known in the art, as seen in Figures 1 A, 3A, and 4-6 of Li. The use of multiple parallel 
channels provides the advantage that multiple samples can be analyzed at once (see 
also page 11 of Li, which describes said Figure 1 ). It would have been obvious to one 
of ordinary skill in the art at the time the invention was made to have used plural of JP 
'090's channel (20) in the plate (14,15) so that the light from the irradiating means (3) 
can pass through the plural channels at the same time, and thus, multiple samples can 
be analyzed at once, as shown by Li. 

10. Claims 21, 22, 24, and 25 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over JP '090 as applied to claims 1-8, 12-27, 23, and 26 above, and 
further in view of JP 1 1 -3521 02, herein referred to as JP '1 02. 

JP '090, as relied upon for the reasons recited above, teaches the limitations of 
claims 21, 22, 24, and 25, the difference being that JP '090 does not specifically teach 
at least one access opening for communication of fluid in its channel, as here claimed. 
However, the use of such access openings is conventional in the art, as shown by JP 
'102 (see the entire document, in particular Figures 1 and 2). With access openings as 
shown in JP '102's Figure 1 , the second flat and smooth incoming and the second flat 
and smooth outgoing window of JP '090 will not be formed on a same surface of the 
planar plate as said access openings, as here claimed. It would have been obvious to 
one of ordinary skill in the art at the time the invention was made to have provided JP 
'090's electrophoresis apparatus with at least one access opening for communication of 
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fluid in JP '090's channel because the use of such an access opening is conventional in 
the art, as shown by JP '102. 

Response to Arguments 

1 1 . Applicant's arguments filed March 15, 2005 have been fully considered but they 
are not persuasive. 

Applicant argues that claim 1 now recites that the channel, the at least one 
optical component, the first flat and smooth incoming window, the second flat and 
smooth incoming window, the excitation transmission path, the first flat and smooth 
outgoing window, the second flat and smooth outgoing window and the fluorescent 
transmission path are part of an integral casting of the planar plate, and that JP '092 
and Li do not disclose or suggest an integral casting of the planar plate. However, this 
argument is not deemed to be persuasive because JP '090's channel (22) and slit (36) 
encompass the "at least one optical component" that is recited in claims 1 and 2. The 
channel (22) and the slit (36) are the same as here claimed, whether they are formed 
during molding of the planar plate or machined into the planar plate after the molding. 
The instant "integral casting" limitation, which is a product-by-process limitation, does 
not impart a distinguishing feature to the claimed invention. 

Applicant argues that "[o]ne important feature of the present invention is the 
provision of the electrophoresis apparatus in which optical system components are 
integrally incorporated with passages." However, this argument is not deemed to be 
persuasive because, as noted in the preceding paragraph, JP '090's channel (22) and 
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slit (36) encompass the "at least one optical component" that is recited in claims 1 and 
2. 

Applicant argues that "another important feature of the present invention is the 
provision of such a configuration that a light beam is incident upon the bottom part of 
the planar plate and egresses from a side part thereof, or vice versa", and that JP '090 
discloses incidence of a light beam upon the top surface of the substrate. However, this 
argument is not deemed to be persuasive because the terms "side", "top" and "bottom" 
are relative. If one is looking at JP '090's Figure 1 from the side, then the location of 
irradiating means (3) could be considered the bottom, and thus, the detector (35) would 
be on a side. It would have been obvious to one of ordinary skill in the art at the time 
the invention was made to have turned JP '090's case (1) on its side to that the 
electrophoresis could be performed in a tight location requiring the case (1) to be turned 
in its side. Alternatively, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to have looked at JP '090's apparatus from the side, 
and thus, consider the location of irradiating means (3) to be the bottom and the location 
of the detector (35) to be on a side wall because a skilled artisan can look at JP '090's 
apparatus any way he/she pleases. 

Applicant argues that the light beams simultaneously pass through a plurality of 
passages. However, this argument is not deemed to be persuasive because JP '090 
teaches this feature. In any event, applicant is arguing a limitation that is not in the 
instant claims. 

Allowable Subject Matter 
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12. Claims 10 and 19 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

1 3. The following is a statement of reasons for the indication of allowable subject 
matter: Claims 10 and 19 are allowable because if there were multiple of JP '090's 
plates (14,15) in the apparatus, then there would at least have to be multiple of the 
irradiating means (3), i.e., one irradiating means (3) for each plate. Claims 10 and 19 
require a plurality of the instant planar plates, such that a single excitation beam from 
the light irradiating means can be led through the channels in the planar plates layered 
one upon another. 

Conclusion 

14. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). - 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

15. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alan Diamond whose telephone number is 571-272- 
1338. The examiner can normally be reached on Monday through Friday, 5:30 a.m. to 
2:00 p.m. ET. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nam Nguyen can be reached on 571-272-1342. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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Primary Examiner 
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